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DETAILED ACTION 

1 . This Office Action is in response to the preliminary amendment filed on January 
23, 2004. The preliminary amendment did not add or delete any claims, but amended 
Claims 1-42. Therefore, the currently pending claims considered below remain Claims 
1-42. 

Specification 

2. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Claim Rejections • 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 4-21 and 25-42 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The above claims contain numerous steps "for enabling" entities to perform one 
or more steps. However, the claims do not explicitly include actually performing any 
steps, only that the entity, e.g. "said applications and said accounts", are able to perform 
the following steps. Thus, it is unclear as to whether or not these steps are part of the 
claimed invention. In order to clearly define the scope of the applicant's invention each 
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step that is to be considered part of the invention should be specifically recited as being 
performed, not just able to be performed. Any general purpose computer can be 
"enabled" to perform any step merely by entering the proper programming code. 
Appropriate correction is required. 



Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 2-10, 15-20, 23-31, and 36-41 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. The following is a quote 
from MPEP2106: 

* *>The courts have also held that a claim may not preempt< ideas, laws of nature or 
natural phenomena. The concern over preemption was expressed as early as 1852. See 
LeRoy v. Taiham, 55 U.S. 156 ? 175 (18^2) ("A prindple, in the abstract, is a 
fundamental truth; an original cause; a motive; these cannot be patented, as no one can 
claim in either of them an exclusive right."); Funk Brothers Seed Co. v. Kalo Inoculant 
Co., 333 U.S. 127, 132, 76 USPQ 280, 282 (1948) (combination of six species of 
bacteria held to be nonstatutory subject matter). 

**> Accordingly, one may not patent every "substantial practical application" of an idea, 
law of nature or natural phenomena because such a patent would practical effect be a 
patent on the [idea, law of nature or natural phenomena] itself." Gotischalk v. Benson, 
409 U.S. 63, 71-72, 175 USPQ 673, 676 (1972). 

The above claims include such pre-emptive language, such as "said applications 
and said accounts to comprise applications and accounts for any type of service or 
product.. ..said communications to comprise anything relevant or non-relevant to the 
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activity of said account" (Claim 5); "said file comprising mentions/advertisements to 
comprise any information that is desired. ...access to said file to comprise any 
communicative means or embodiment that enables said file to be accessed" (claim 8), 
etc. 

Claim Rejections - 35 (JSC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-42 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Manchester et al (US 2003/0204470) in view of PostreJ (US 2005/0021400). 

Claims 1 and 22: Manchester discloses a system and method, comprising: 

a. distributing applications containing a promoter code to users and 
receiving/processing completed applications (page 1 , paragraph 0009 and page 2, 
paragraph 0017); 

b. establishing an account for a user based on the application and promoter 
code (page 1, paragraph 0009 and page 2, paragraph 0017); and 

c. sending mentions/advertisements to the user based on the promoter code 
(page 1, paragraph 0012 and page 2, paragraph 0024). 
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While Manchester does not explicitly disclose establishing (storing) a file 
(database) containing the mentions/advertisements being sent to the user, nor explicitly 
a database containing the promoter codes, Postrel discloses a similar system and 
method win which a database has been established for storing information/ 
advertisements to be sent to the user of the credit card based on the credit card's 
sponsor (promoter) (page 8, paragraph 0081 ). Therefore, it would have been obvious 
to one having ordinary skill in the art at the time the invention was made for Manchester 
to have established a database to store the mentions/advertisements being sent to the 
users and a database for storing the promoter codes for identifying the sponsors of the 
credit cards. One would have been motivated to establish these databases in order to 
allow Manchester to select the appropriate mention/advertisement to send to the user, 
even if the promoter was not connected to the network at that specific time. 

Claims 2 and 23: Manchester and Postrel disclose a system and method as in Claims 1 
and 22 above, and Manchester further discloses that the steps are performed by an 
entity. The Examiner notes that the Applicant is claiming that the entity could be 
anyone... the offering entity, or any of one or more third party entities, i.e. anyone. It is 
inherent that some entity in Manchester must be performing the steps. 



Claims 3, 20, 24, and 41 : Manchester and Postrel disclose a system and method as in 
Claims 1 and 22 above, and Manchester inherently discloses eliminating, enhancing, or 
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adding method steps (Examiner Note. This would cover any method which is not 
exactly word-for-word with the Applicant's claim). 

Claims 4-6 and 25-27: Manchester and Postrel disclose a system and method as in 
Claims 1 and 22 above, and Manchester further discloses using various types of cards, 
various types of accounts, and various type of communication means and messages 
(i.e. transmitting any type of messages for any type of card holder or any type of 
communication channel) (page 1 , paragraph 0009 and 0012, and page 2, paragraph 
0024). 

Claims 7 and 28: Manchester and Postrel discloses a system and method as in Claims 
1 and 22 above, and Manchester further discloses the communications including any 
type of mentions/advertisements (page 1, paragraph 0012 and page 2, paragraph 
0024). 

Claims 8, 9, 29, and 30: Manchester and Postrel disclose a system and method as in 
Claims 1 and 22 above, and Postrel further discloses the files being able to be added to, 
modified, or deleted by the entities (page 3, paragraph 0032 and page 6, paragraph 
0066). Therefore it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to enable one or more of the entities in Manchester to 
access the files in order to add, delete, or amend the files. One would have been 



Application/Control Number: 10/613,392 Page 7 

Art Unit: 3622 

motivated to allow such file maintenance by the entities in order to keep the data in the 
databases up-to-date as is normal within the database arts. 

Claims 10, 16-18, 31 , and 37-39: Manchester and Postrel disclose a system and 
method as in Claims 1 and 22 above, and Manchester further discloses using any 
communicative embodiment or format (page 2, paragraphs 0021-0022). 

Claims 11-13 and 32-34: Manchester and Postrel disclose a system and method as in 
Claims 1 and 22 above, and Postrel further discloses a single or plurality of promoters 
and promoter codes (page 2, paragraph 0029). Therefore, it would have been obvious 
to one having ordinary skill in the art at the time the invention was made to include a 
single or plurality of promoters (sponsors) in Manchester . One would have been 
motivated to include one or more promoters (sponsors) in order to implement the 
sponsored credit card system of Manchester . 

Claims 14 and 35: Manchester and Postrel disclose a system and method as in Claims 
1 and 22 above. While neither of the references explicitly disclose that the 
mentions/advertisements will be presented to the user for a limited or unlimited time 
period, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to set or not to set a time limit for the inclusion of the advertising. 
One would have been motivated to set a time limit or not to set a time limit in order to 
cover temporary or non-temporary credit cards. 
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Claims 15 and 36: Manchester and Postrel disclose a system and method as in Claims 
1 and 22 above. While neither reference explicitly discloses the offering entity charging 
a fee to the promoter (sponsor), it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to charge the promoter a fee. One would 
have been motivated to charge the promoter a fee as it is common practice in the 
marketing art to charge an advertiser a fee for placing their advertisement in front of a 
consumer. 

Claims 19, 21, 40, and 42: Manchester and Postrel disclose a system and method as in 
Claims 1 and 22 above, and Manchester further discloses allowing access to the listings 
(page 2, paragraph 0024). 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a. Ward (3,647,275) discloses a system and method for producing credit cards 
with holographic images of the cardholders that also include indicia of the sponsor and 
the issuer. 

b. Walker et al (5.945.653) discloses a system and method for establishing credit 
card accounts that present personalized messages on the credit card statements or 
other notices such as the receipt. 
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c. Phillips et al (6,615,189) discloses a system and method for creating purchase 
card accounts including a personalized message embossed onto the card and 
presented each time the card is used for a transaction. 

d. Zalewski et al (7,155,199) discloses a system and method for presenting 
advertisements and multimedia presentations to a sponsored credit card customer. 

e. Cohagan et al (7,163,145) discloses a system and method for a multiple 
service card that is linked to a plurality of sponsors. 

f. Slater (US 2003/0033246) discloses a system and method for a sponsor 
funded stored value card that includes a database of sponsors and allows the sponsor 
to add, delete, or change the information in the database. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James W. Myhre whose telephone number is (571) 272- 
6722. The examiner can normally be reached on Monday through Thursday 6:00-3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571 ) 272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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